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REMARKS /ARGUMENTS 

This Amendment is in response to the outstanding 
Official Action mailed November 19, 2003, the shortened 
statutory period for filing a response being set to expire on 
February 19, 2004. In view of the above amendments and below 
remarks, reconsideration of the pending application is 
respectfully requested . 

The Examiner has objected to the drawings with respect 
to the lead line for reference "132" on the right side of 
Fig. 11A. Applicant submits herewith a replacement sheet 

correcting the informality noted by the Examiner. 

The Examiner has also made a general comment with 
respect to the requirements for an abstract. The Examiner's 
attention is directed to the abstract submitted with Applicant's 
response dated August 26, 2003. It is believed that the 
abstract of record meets the requirements stated by the Examiner 
in the.. Official Action. In the event the Examiner believes 
otherwise, Applicant requests that the Examiner specify the 
particular issues that need to be addressed by Applicant. 

Applicant has amended claims 22 and 34 to overcome the 
informalities noted in the Official Action. 

The Examiner has designated dependent claims 23, 24, 
26-29, 31, 32, 35-40, 42, 43, 45, 46, 48 and 49 as being 
allowable if rewritten in independent form including all the 
limitations of their base claim and any intervening claims. 
Applicant has amended claims 22 and 34 to include the subject 
matter of allowable dependent claims 45 and 4 8, respectively. 
As to the additional amendments to independent claims 22 and 34, 
such amendments are for the purpose of clarifying the nature of 
the claimed invention, and not intended as an estoppel as to the 
application of the Doctrine of Equivalents with respect to these 
limitations. In addition, Applicant has rewritten allowable 
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dependent claims 31, 32, 42 and 43 in independent form as newly 
proposed claims 50, 51, 52 and 53, respectively. Accordingly, 
all claims in this application are now in condition for 
allowance, and notice to that effect is respectfully requested. 

Applicant submits herewith a Supplemental Information 
Disclosure Statement for consideration by the Examiner. 

As previously advised in Applicant's Amendment dated 
August 26, 2003, there is currently pending related Application 
Serial No. 10/305,565. Applicant submits herewith a copy of an 
Official Action dated October 3, 2003 which was received in the 
f 565 application for consideration by the Examiner. 

In view of the above, each of the presently pending 
claims in this application is believed to be in immediate 
condition for allowance. Accordingly, the Examiner is 

respectfully requested to withdraw the outstanding rejection of 
the claims and to pass this application to issue. 



believe that such action can be taken at this time, it is 
respectfully requested that she telephone Applicant's attorney 
at (908) 654-5000 in order to overcome any additional objections 
which she might have. 



this requested amendment, the Examiner is authorized to charge 
Deposit Account No. 12-1095 therefor. 



If, 



however, for any reason the Examiner does not 



If there are any additional charges in connection with 



Dated: 



February 9, 2004 
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Stephen B. Goldman 



Registration No.: 28,512 
LERNER, DAVID, LITTENBERG, 



KRUMHOLZ & MENTLIK, LLP 
600 South Avenue West 
Westfield, New Jersey 07090 
(908) 654-5000 
Attorney for Applicant 



476009_1.DOC 



11 



6^* 

o 

FEB 1 1 2004 £ 




g p :iTr>]T Tp ADFMARK OFFICE 



" UNITED STATES DEPARTMENT OF COMMERCE 
ffitlfsuto Patent and Trademark ^Office 
K COMMISSIONER FOR PATENTS 

^^Virgmi. 22313-1450 
www.uspto.gov 



APPLICATION NO. 



i 



FILING DATE 



10/305,565 



U/27/2002 



530 



7590 



10/03/2003 

LERNER, DAVID, LITTENBERG : 
KRUMHOLZ & MENTLIK 
600 SOUTH: AVENUE WEST 
WESTFIELD* NJ 07090 




3632 

DATE MAILED: 10/03/2003 



PLEASE MAKE 
CORRECTIONS TO 

DRAWINGS AND 
ORDER F0RMALS 



GROUPS 600 



I 

\ 



FEB Um % 



Offic Action Summa&tr^^ 



i07305,56t> 
Examiner 
Gwendolyn Baxter 

7 



ArtTJnS" 

3632 



A SHORTENED STATm^lJ COMMUNICATION. .^e^h^ver.mayaropWbetimehffited 

. Failure to rephr w^"*e^ ^own three morthsatter the ma« m g 
■SaSSSiSS- .Se.37CFR1.7040>). 

4a) Of the above claim(s) 

5) D C.aim(s) ^are allowed. 

6) |2 Claim® m *' are rejected. _ 

* -T .GBOUP3600 

8)D Claim(s) aresuoje 

^ The d«W» fled « a*"^!^,^ »= - * ~»~ " *" , ' 85W 
^ rtrawina correction filed on 



RECEIVED 

FIB 1 1 2004 



□ cedfled cop.es o, .he pdomy ^luhav been -eceWed ,„ lb* NM -» 
tn copies of the oert«Wcopl«o.^P^^^ e 7 7a( . )) . 

see me «&> — 0« -« « _ under 35 U.S.C. , 119(e) < 



u aoDlication from the intemauwna. . , es not reC e IVB u. 

. see -32" «— — ^IS* « USC - 5 119(6> 90 8 P "^ 0na ' ^ 

„ D The MM- *J£E2ESS* 35 U.S.C. S§ 120 endfo, 121. 
1 5)B Acknowledgment is made of e dean to 

... „ n .^imii summary (PTO-41 3) Pa 

Attachments) 



, , 0 Notice of References Rey , ew (PTM 48) 



4)D lnterv»ew Summary (PTCM13) Paper No(e)_ 
Notice of informal Patent Ap P 0cetion(PTO-152) 

6)Q Other. 



>«, Artinn Summary 



Part of Paper N> 



" Application/Control Number: 10/305,565 
Art Unit: 3632 



Page 2 



This is the first office action for serial number 10/305,565, Arm Apparatus for Mounting 
Electronic Devices, filed on November 27, 2002. This application is a divisional application 
10/166,419 filed 6/10/02, pending which is a continuation of 09/405,628 filed 9/24/99 now patent 
6,478,274 which claims benefit of 60/133,378 filed 05/10/99. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the centerline of the first and second 
coupling and a longitudinal centerline of the body must be shown or the feature(s) canceled from 
the claims 7, 9, 10, 19, 21 and 22. No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held in 
abeyance. 

Information Disclosure Statement 
The information disclosure statements filed November 27, 2002 and July 27, 2002 have 
been placed in the application file, and the information referred to therein has been considered. 
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Oath/Declaration 

The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1 .67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath, or declaration is defective because: 
the declaration fails to address the continuation data provided above. 

Claim Objections 

Claims 1 and 1 1 are objected to because of the following informalities: In claim 1 , line 2, 
"compromising" should read --comprising- and claim 1 1, line 9, "if should read -of-. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 3, and 5-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Prior 
Art Figures 1-5B supplied by applicant, hereinafter Prior Art. The present invention reads on 
Prior Art as follows: The Prior Art disclose an extension comprising a body formed by a pair of 
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spaced apart sidewalls, a wall, and an open bottom. A first coupling (12) disposed at a first end 

r- ' ' 

of the body (14). A second coupling (1 8) disposed at a second end of the body. The first and 
second coupling include an inner surface ha\4ng_aj)lurality of groovesformed therein. See figures 
1 and 2. The body is u-shaped. See figure 4B. A centerline (along element 22) of the first 
coupling and centerline (along 92) of the second coupling are aligned with a longitudinal 
centerline (along element 28) of the body when both the first and second couplings are pivoted 
such that coupling are in horizontal alignment with the body. Figure 1 of the Prior Art shows the 
body being aligned above a lower edge (below 24)of the first coupling and aligned with a lower 
edge (below 24) of the second coupling. The body is disposed at angle between the first 
coupling and second coupling when the first coupling and second couplings are disposed such that 
an axial centerline of each the first and second couplings are vertical. The body is horizontally 
disposed between the first coupling and second coupling when the first coupling and second 
couplings are disposed such that an axial centerline of each said first and second couplings are 
vertical. 

Claims 1, 11, 12, 14, and 18-23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Patent No. 4,695,024 to Haven. The present invention reads on Haven as follows: Haven 
teaches an extension arm comprising a body (16) formed by a pair of spaced apart sidewalls (not 
numbered), a top wall and an open bottom. The sidewalls forms an open interior portion of the 
body for containing a gas spring therein. A first coupling (14) formed from a first walled member 
providing an opening (about axis C) therein. The first coupling is attached to one end of the 
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body. A second coupling (18) is formed from a second walled member providing an opening 
(about axis F) therein. The second coupling is attached to the other end of the body. The first 
and second walled members prevent communication between the openings in the first and second 
couplings and the interior portion of the body._The opening in the first coupling and second 
coupling extends therethrough. A centerline of the first coupling and a centerline of the second 
coupling are aligned with a longitudinal centerline of the body. A lower surface of the body is 
aligned above a lower edge of the first coupling and aligned with a lower edge of the second 
coupling. The body is disposed at an angle between the first coupling and the second coupling 
when the first coupling and the second coupling are disposed such that an axial centerline of each 
the first and second couplings are vertical. The body is horizontally disposed between the first 
coupling and the second coupling when the first coupling and the second coupling are disposed 
such that an axial centerline of each the first and second couplings are vertical. The first and 
second couplings are hollow cylindrical members. 

Claim Rejections -35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tide, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at th time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 2, 4, 13 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 4,695,024 to Haven in view of U.S. Patent No. 4,687,167 to Shalka et al. 
Haven teaches an extension arm comprising a body (16) formed by a pair of spaced apart 
sidewalls (not numbered), a top wall and an open bottom. The sidewalk forms an open interior 
portion of the body for containing a gas spring therein. A first coupling (14) formed from a first 
walled member providing an opening (about axis C) therein. The first coupling is attached to one 
end of the body. A second coupling (1 8) is formed from a second walled member providing an 
opening (about axis F) therein. The second coupling is attached to the other end of the body. 
The first and second walled members prevent communication between the openings in the first 
and second couplings and the interior portion of the body. However, Haven fails to teach the first 
and second walled member including a set screw having an end is in communication with the 
opening. 

Skalka teaches an extension arm comprising a body (40), a first coupling (26), and a 
second coupling (46). Each coupling has a set screw (36, 58) contained in the couplings sidewall. 
It would have been obvious to one having ordinary skill in the art at the time the invention was 
made to have modified the first and second couplings as taught by Haven to have incorporated the 
set screw as taught by Skalka for the purpose of applying friction in resistance to a pivotal 
movement thereby positioning the arm in a desired position. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1-23 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 22-44 of copending 
Application No. 10/079,804. Although the conflicting claims are not identical, they are not 
patentably distinct from each other. Claims 22-44 of Application No. 10/079,804 rentes a 
forearm extension comprising a U- shaped body having a first and second ends, and a first and 
second coupling having respectively a set screw contained in a sidewall thereof. The inner surface 
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of the first and second coupling having a plurality of grooves formed therein, respectively. A 
centerline of the first and second end coupling, respectively, are aligned with a longitudinal 
centerline of the body. The body is disposed at an angle between the first and second coupling 
and the second coupling when the first coupling and the second coupling are disposed such that 
an axial centerline of each is vertical. The^body is horizontally disposed between the first coupling 
and the second coupling when the first end coupling and the second are disposed such that an 
axial centerline of each is vertical. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

The following prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Valeska 3,436,046; Hamilton 4, 1 59,093 and Acevedo 5,348,260. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Gwendolyn Baxter whose telephone number is (703) 308-0702. The 
examiner can normally be reached Monday-Friday from 8:30 A.M. to 5:00 P.M. Eastern Time 
Zone. 

Any inquiry of a general nature or relating to the status of this application should be 
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directed to the Group receptionist whose telephone number is (703) 308-1 113. The fax phone 
number for this Group is (703) 305-3597. 
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